United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. 

10/564,109 08/21/2006 Pascal Fourcade F-876 (31223.00106) 7205 



25264 7590 04/26/2010 Q 



FINA TECHNOLOGY INC 
PO BOX 6744 1 2 lenihan, ffiFFREY s 

HOUSTON, TX 77267-4412 



PAPER number 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJtSiVrXS nvrliyjts OUff Iff fcff Jr 


Application No. 

10/564,109 


Applicant(s) 

FOURCADE, PASCAL 


Examiner 

Jeffrey Lenihan 


Art Unit 
1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 26 January 2010 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . This Office Action is responsive to tine amendment filed on 1/26/201 0. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. Claims 8-15, 17-21 and 24-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nabeta et al, US4302554 (of record), in view of Marechal, 
EP1312624 (of record). 

5. The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. Regarding the amendment to claim 8, the examiner 
notes that the limitation that at least one of the recited group is present in an amount of 
at least 50% by weight is addressed in paragraph 9 of the Office Action mailed on 
2/17/2009, incorporated herein by reference (claim 8). 

6. Regarding new claim 28: Nabeta discloses that composition may comprise 2.5 to 
50% by weight of the olefinic polymer (Column 2, lines 14-11-14); by extension, the 
amount of the styrene/butadiene copolymer will fall within the range of 50 to 97.5% by 
weight. It has been held that in the case where the claimed ranges overlap or lie inside 
ranges disclosed in the prior art, a prima facie case of obviousness exists; see In re 
Werttieim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 
16 USPQ2d 1934 (Fed. Cir. 1990) (MPEP § 2144.05). It would therefore have been 
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obvious to one of ordinary sl<ill in tlie art at the time tlie invention was made to prepare 
a composition comprising 50% by weight of both polymer components. 

7. Claims 8-11, 13, 14, 17, 18, and 23-27 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Wilkie et al, US6022612 (of record), in view of the K RESIN ® 
DK1 1 product data sheet, published by Chevron Phillips Chemical Company in January 
2001 (of record). 

8. The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. Regarding the amendment to claim 8, the examiner 
notes that the limitation that at least one of the recited group is present in an amount of 
at least 50% by weight is addressed in paragraph 15 of the Office Action mailed on 
2/17/2009, incorporated herein by reference (claim 8). 

9. Claims 12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Wilkie et al, US6022612 (of record) and the K RESIN ® DK11 
product data sheet (of record) as applied to claim 8 above, and further in view of 
Marechal, EP1312624 (of record). 

The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. 



Application/Control Number: 10/564,109 Page 4 

Art Unit: 1796 

10. Claims 8-15, 17-19, 24, 25, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ishii et al, WO 01/15897 (of record), in view of Marechal, EP1312624 
(of record). 

1 1 . The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. As noted in paragraph 11 of the Office Action mailed 
on 9/2/2008, incorporated herein by reference, the composition of Ishii comprises 5 to 
50% by weight of a block copolymer which comprises 50 to 95% by weight styrene and 
5 to 50% by weight of a diene such as butadiene (for claims 8, 28) (abstract, examples), 
5-50% by weight of the ethylene/olefin copolymer, corresponding to the claimed 
metallocene-catalyzed polyethylene (mPE) (for claims 8, 28)(abstract), and 5 to 70% by 
weight of a third copolymer (abstract). It therefore would have been obvious to one of 
ordinary skill in the art at the time the invention was made to prepare the claimed 
composition, as it has been held that choosing the overlapping portions of the claimed 
range and the prior art range is prima facie obvious (for claim 8); see In re Wertheim, 
541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 
1934 (Fed. Cir. 1990) (MPEP § 2144.05). 

12. In view of the teachings of Ishii, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to prepare a composition comprising 
47.5% of the styrene/butadiene copolymer, 47.5% by weight of the ethylene copolymer, 
and 5% by weight of the third copolymer. It has been held that a prima facie case of 
obviousness exists where the claimed ranges and the prior art ranges do not overlap 
but are close enough that one skilled in the art would have expected them to have the 
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same properties, see Titanium Metals Corp. of America v. Banner 778 F.2d 775, 227 
USPQ 773 (Fed. Cir. 1985). Because tine difference between tine amounts of tine 
copolymer of Ishii and tine claimed amounts is small (2.5%), the examiner takes the 
position that one of ordinary skill in the art would reasonably expect that the properties 
of the prior art composition would not be materially different from those of the claimed 
Invention. Applicant Is therefore required to provide factual evidence demonstrating an 
unobvious difference between the claimed invention and the prior art composition (for 
claim 28). 



Response to Arguments 

13. Applicant's arguments filed 1/26/2010 have been fully considered but they are 
not persuasive. 

14. Regarding the rejection of claims over Ishll In view of Marechal: Applicant argues 
that the rejection of claims should be withdrawn per the same reasons outlined In the 
response (see remarks submitted 11/24/2008) to the first Office Action mailed on 
9/2/2008. The examiner notes that the range in which the amount of either the mPE or 
styrene/butadiene block copolymer must fall which Is recited In the currently pending 
claims Is not the same as the range applicant was claiming In November of 2008; the 
arguments therefore are not relevant to the patentability of the currently pending claims. 

15. Regarding the rejection of claims over the combination of Nabeta et al and 
Marechal, EP1312624: Applicant repeats the argument regarding a homogeneous 
blend previously presented in the submission filed on 05/06/2009. The examiner 
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maintains tlie position that this argument is not persuasive per the rationale outlined in 
paragraph 9 of the Office Action mailed on 08/26/2009, incorporated herein by 
reference. Furthermore, it has been held that a chemical composition and its properties 
are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present; see In re Spada, 
911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). As discussed in the 
previous Office Actions, incorporated herein by reference, the combination of Nabeta 
and Marechal render obvious a composition comprising a metallocene-catalyzed 
polyethylene (mPE) and a styrene/butadiene block copolymer, wherein 1) the prior art 
mPE and styrene/butadiene block copolymer are characterized by the same properties 
of monomeric composition and molecular weight as the claimed mPE and 
styrene/butadiene block copolymer, and 2) the mPE and the styrene/butadiene block 
copolymer are combined in similar ratios as used by applicant. As the prior art 
composition is prepared from the same components combined in similar amounts as the 
claimed invention, the examiner takes the position that the properties of the prior art 
article would necessarily be the same as claimed and inherently be not materially 
different from those of the claimed invention. Applicant is therefore required to provide 
factual evidence demonstrating that the properties used to define the claimed invention 
are not present in the prior art composition. 

16. Regarding the rejection of claims over Wilkie in combination with additional 
references, the examiner notes that applicant merely repeats the same arguments 
previously presented in the submission filed on 05/06/2009 and 10/28/2009; these 
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arguments are not persuasive per the rationale outlined in paragraphs 11-14 of the 
Office Action mailed on 08/26/2009, incorporated herein by reference. As applicant has 
not provided any new arguments and/or evidence to rebut the examiner's position 
outlined in the previous Office Action, the rejection of the claims is maintained. The 
examiner further notes that Wilkie explicitly discloses the use of surface treatments such 
as chemical, corona discharge, and flame treatments to create a matte finish for 
applications wherein said matte finish is desired (Column 4, lines 27-30; Column 5, lines 
60-64). Applicant therefore has not demonstrated that the modification of the 
composition of Wilkie discussed in the previous Office Actions would prevent the prior 
art composition from being used for its intended purpose as a cold seal layer. 
Furthermore, arguments regarding the formation of a homogeneous blend are not 
persuasive per the reasons outlined in the previous Office Actions and in the previous 
paragraph with respect to the combination of Nabeta and Marechal. 
17. Regarding claim 28: Applicant argues that the examples provided in the 
specification demonstrate that allegedly unexpected results are obtained from the 
claimed invention. The examiner first notes that both comparative examples are 50-50 
blends of a polyethylene and a styrene/butadiene block copolymer; applicant therefore 
has not provided evidence demonstrating that the allegedly unexpected results are not 
obtained when the amounts of the copolymer components are outside the claimed 
ranges. Additionally, as noted in the Office Action mailed on 9/2/2008, Ishii discloses 
examples wherein the ethylene copolymer is a commercial polymer prepared using a 
homogeneous catalyst. The specification only states that the comparative examples are 
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prepared using polyetliylene resins prepared by radical polymerization; no information is 
given regarding the type of catalyst used to prepare the comparative examples. It is 
unclear how the catalysts of the comparative examples compare to the prior art; 
applicant therefore has not demonstrated that the allegedly unexpected results are 
obtained compared to the closest prior art composition. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
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5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Ihna S. Zemel/ /Jeffrey Lenihan/ 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



